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Li sa Parker Gates of Jenner & Bl ock, LLC for Anerican
Li brary Associ ati on.

Bridgett Smth, Trademark Exam ning Attorney, Law Ofice
115 (Thomas Wl cek, Managi ng Attorney).

Before Cissel, Walters and Hol tzman, Admi nistrative
Trademar k Judges.

Opi nion by Ci ssel, Admi nistrative Trademark Judge:
On July 3, 2000, applicant filed the above-referenced

application to register the mark shown bel ow

ALACE {itions

N —
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on the Principal Register for a “series of fiction and
nonfiction books on a variety of topics,” in Cass 42. The
application was based on applicant’s claimof use of this
mark in comrerce on these goods since January of 1994.

The Exam ning Attorney refused registration under
Section 2(d) the Lanham Act, 15 U.S.C. Section 1052(d), on
the ground that the mark applicant seeks to register so
resenbles the mark “ALA,” which is registered! for
“educational services-nanely, providing instruction by
cl asses, residential school prograns and the like, to
ot hers for devel opnent of English | anguage skills and
cul tural background, and the training of teachers and
devel opnent of nulti-nmedia materials for such instruction,”
in Cass 41, that confusion is likely. Registration was
al so refused based on the registration of a second mark, a
highly stylized presentation of the sane letters for the
same services, owned by the sanme entity.

The Exam ning Attorney reasoned that confusion is
i kely because the dom nant portion of the mark applicant
seeks to register is the sane arbitrary |etter conbination
as in the cited registered marks, and the goods set forth

in the application are closely related to the services
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! Reg. No. 1,286,516 issued on the Principal Register to the
Aneri can Language Acadeny, Inc. on July 17 1984; affidavits under
Sections 8 and 15 of the Act were received an accepted.
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recited in the two registrations. Submitted in support of
the refusal to register were copies of three third-party
regi strations wherein the goods and services included both
books and educati onal services.

In addition to refusing registration, the Exam ning
Attorney required applicant to disclaimthe descriptive
word “Editions” apart fromthe mark as shown, and to
correctly classify the goods specified in the application.

Appl i cant responded by disclaimng the descriptive
word “Editions” and anmendi ng the application to properly
state that applicant’s goods are in Class 16. Applicant
argued that the refusal to register was not well taken
because its mark is distinguishable fromthe cited
regi stered marks and its goods are distinguishable fromthe
services recited in the cited registrations.

The Exami ning Attorney accepted the amendnents, but
was not persuaded by applicant’s argunents with respect to
the issue of likelihood confusion. The refusal to register
under Section 2(d) the Act was continued and made final in
the second O fice Action. Submtted with that Action as
addi ti onal support for the refusal were copies of six nore
third-party registrations wherein use with both books and

educati onal services was cl ai ned.
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Applicant tinmely filed a Notice of Appeal, followed by
its appeal brief. The Exam ning Attorney filed her brief
in response to applicant’s brief. In her brief, she
wi t hdrew the second cited registration (wherein the mark is
a highly stylized design) as a bar to registration of
applicant’s mark, but maintained the refusal based on the
registration of the mark “ALA” in typed form Applicant
did not file a reply brief or request an oral hearing
before the Board.

Accordingly, we have resolved this appeal based on the
witten record in this application, the argunents presented
by applicant and Exam ning Attorney in their briefs and the
rel evant |egal authority.

The predecessor to our primary reviewing Court |isted
the principal factors to be considered in determning
whet her confusion is likely in the case of Inre E.I. du
Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973). Chief anong these factors are the simlarity of the
mar ks as to appearance, sound, neani ng and comrerci al
i npression and the rel ationship between the goods and
servi ces.

Turning first to the marks, we note that in
determ ni ng whet her confusion is likely, we nust consider

the marks in their entireties, but that under appropriate
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ci rcunst ances, one portion of a mark may play a nore
dom nant role in creating the commercial inpression of the
mark as a whole. 1In re National Data Corp., 753 F.2d 1056,
224 USPQ 749 (Fed. Cir. 1985). Applying this principle to
the facts of the instant case, we conclude that the
dom nant portion of applicant’s mark is the letters “ALA”
and that the descriptive, and hence discl ai ned, word
“Editions” plays a less significant role in the creation of
the commercial inpression of this mark, as does the brush-
stroke desi gn which appears beneath the letters and the
word. Literal portions of marks conbining both designs and
words are typically dom nant because consuners call for the
goods or services in the marketplace by those portions. |In
re Appitito Provisions Co., 3 USPQd 1553 (TTAB 1987). In
the sane sense, arbitrary conbinations of letters are
dom nant when conbined with descriptive term nol ogy, which
does not function as an indication of source.

Accordingly, we find that the dom nant el enment in the
mar k applicant seeks to register is the three-letter
conmbi nation “ALA,” which is identical to the cited
regi stered mark.

Qur inquiry thus turns to consideration of the
rel ati onship between the goods specified in the application

and the services recited in the registration. The goods
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and services need not be identical or directly conpetitive
in order to find that confusion is likely. They need only
be related in sone manner or the conditions surroundi ng
their marketing nmust be such that they are likely to be
encountered by the sanme purchasers under circunstances that
are likely to give rise to the m staken belief that the
goods and services are provided by a single source. In Re
Martin's Fanous Pastry Shoppe, Inc., 478 F.2d 1565, 223
USPQ 1289 (Fed. Cr. 1984); In re International Tel ephone &
Tel egraph Corp., 197 USPQ 910 (TTAB 1978). A key point in
this regard is that we nust consider the goods only as they
are specified in the application and registration,
respectively, without Iimtations or restrictions that are
not reflected therein. Toys “R’ Us, Inc. v. Lanps R Us,
219 USPQ 340 (TTAB 1983).

The third-party registrations made of record by the
Exam ning Attorney denonstrate that other entities have
regi stered their respective marks for both books and
educational services. This evidence |eads us to conclude
that consuners who are presented with both books and
educati onal services under the same or simlar marks are
likely to assune that they emanate from a single source.
See: Al bert Trostel & Sons Co., 29 USPQ@d 1783 (TTAB 1993);

and In re Micky Duck Co., 6 USPQRd 1467 (TTAB 1988). It is
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consistent with both comopn sense and experience to expect
a business which provides a training course to also provide
the printed materials used in the training.

Applicant argues that the particular books with which
it uses its mark are conpletely unrelated to the particular
trai ning courses rendered under the cited registered mark,
that the channels of trade differ, and that the purchasers
of applicant’s books are sophisticated, and as such, would
not be easily confused. Neither the application nor the
cited registration, however, is |imted or restricted as to
channel s of trade or class of purchasers, and there is no
evi dence that prospective purchasers of a “series of
fiction and nonfiction books on a variety of topics” are
any different fromor nore sophisticated than the people
who take registrant’s classes to develop their English
| anguage skills and cultural background, or the teachers
who are trained by registrant to teach such cl asses.

Applicant argues that it is not aware of any instances
of actual confusion between its mark and the cited mark,
but evidence of actual confusion is not necessary in order
to establish that confusion is likely. 1In re Kangaroos
U S A, 223 USPQ 1025 (TTAB 1984). Applicant’s argunent
that it owmms a famly of marks using the letters “ALA’ is

simlarly unpersuasive. Not only is it unsupported by any
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evidence, it is irrelevant. |In this appeal, we are linted
to deci di ng whether confusion is likely between applicant’s
mark in the cited registered mark. The issue of whether
applicant uses other marks which are also likely to cause
confusion with the registered mark is not before us.

In sunmary, confusion is likely in the case at hand
because the dom nant portion of the mark applicant seeks to
register is the sanme arbitrary three-letter conbination
that is the whole mark in the cited registration, and
because the record shows that books and educati onal
services are closely related. W are left with no doubt as
to this conclusion, but even if we did have doubts, they
woul d necessarily be resol ved agai nst applicant and in
favor of the prior user and registrant. Medtronic Devices,
Inc. v. Medical Devices, Inc., 204 USPQ 317 (TTAB 1979).

DECI SI ON: The refusal to register under Section 2(d)

t he Lanham Act is affirned.



